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DETAILED ACTION 
Election/Restrictions 

1 . Based on applicant's arguments filed on April 18, 2006 dependent claims 49 and 
50 are rejoined to the elected invention. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 44-45, 49-50, 58-59, and 73-74 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Leeds, USPN 6,393,465 (hereafter referred to as Leeds). 

4. Regarding claims 44, 58 and 73, Leeds discloses system for selectively 
accepting an electronic message having a sender (column 6, lines 36-65), the 
comprising: 

establishing a test connection to an authorized mailhost for the sender address 
(column 4, lines 37-59), 

sending a recipient command specifying the sender address to authorized 
mailhost (column 5, line 63 - column 6, line 51), and 
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rejecting the electronic message if the authorized mailhost indicates that the 
sender address does not exist at the authorizing mailhost (column 8 f lines 1-23). 
5. Regarding claims 45, 59 and 74, Leeds further comprising accepting the 
electronic message if the authorized mailhost affirmatively accepts the recipient (column 

5. lines 19-28). 

6. Regarding dependent claim 49, Leeds taught the authorized mailhost is a mail 
exchanger host for the domain of the e-mail address (column 4, lines 2-6). 

7. Regarding dependent claim 50, Leeds taught the at least one authorized 
mailhost has the same name as the domain of the sender address (column 4, lines 2-6). 



Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 86-90 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Leeds in view of Barchi, USPN 6,507,866 B1 (hereafter referred to as Barchi). 

10. Regarding dependent claim 86, Leeds taught a test protocol involving a message 
(column 5, lines 21-23). Leeds does not specifically teach said recipient command is the 
Simple Mail Transfer Protocol (SMTP) RCPT command. Barchi taught recipient 
command is the Simple Mail Transfer Protocol (SMTP) RCPT command (column 1, 
lines 42-55). It would have been obvious to one of ordinary skill in the art at the time the 
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invention was made that incorporating Barchi's SMTP protocol in Leeds system for 
testing sender addresses would have expanded system utility. The motivation would 
have been use a standard protocol and promote greater system utility. 

1 1 . Regarding dependent claim 87, Barchi taught a SMTP MAIL command specifying 
a complete e-mail address (column 1, lines 42-55). 

12. Regarding dependent claim 88, Barchi taught a SMTP command MAIL specifying 
the null address "<>" (part of protocol). 

13. Regarding dependent claim 89, Barchi taught said rejection is made based upon 
the authorized mailhost's numeric response to the RCPT command (part of protocol to 
include a number with RCPT command). 

14. Regarding dependent claim 90, Barchi taught said determination is made based 
upon the authorized mailhost's numeric response to a SMTP DATA command (part of 
protocol to include a number with DATA command). 

Response to Arguments 

1 5. Applicant's arguments filed April 1 8, 2006 have been fully considered but they 
are not persuasive. 

16. Applicant argues - That Leeds does teach a RCPT command. 

a. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant 
relies (i.e., RCPT command of SMTP) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from 
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the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1 181 , 26 USPQ2d 1057 (Fed. Cir. 1993). 

b. Because SMTP is not specifically taught in the independent claims, the 
protocol is still a test protocol and the recipient command is not necessarily the 
RCPT command. 



Conclusion 

1 7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrice Winder whose telephone number is 571-272- 
3935. The examiner can normally be reached on Monday-Friday, 10:30 am-7:00 pm. 



Application/Control Number: 09/548,322 



Page 6 



Art Unit: 2145 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Cardone can be reached on 571-272-3933. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA)jar 571-272-1000. 




Patrice Winder 
Primary Examiner 
Art Unit 2145 



July 5, 2006 



